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RgMARKS 

L TNTROnUCnON 

In response to the Office Actioii dated October 4, 2005, cLaims 1, 14, and 27 have been 
amended, and claims 8, 21, and 34 have been cancelled. Claims 1, 3-7, 9-14, 16-20, 22-27, 29-33, 
and 35-39 remain in die application. Rcj-examination and re-considetation of the applicatioti is 
requested. 

II. REAL PARTY IN INTEREST 

The real party in interest is International Business Machines Corporation, the assignee of the 
present applicadon. 

III. T^T?T.ATPn A PPEALS AND INTERFERENCES 

On July 15, 2006, ^ Notice of Appeal and Pre-Appeal Brief Request for Review were filed in 
tliis case. In response, the Patent Office elected to reopen prosecution and issued the Office Action 
dated October 4, 2005, which this amendment is in reply to. 

IV. STATUS OF CLAIMS 

Claims 1. 3-7, 9-14, 16-20. 22-27, 29-33, and 35-39 remain pending. 
Claims 2, S, 15, 21, 28, and 34 have been cancelled 

Claims 1-7, 9, 12-20, 25-33, 35, and 39 have been rejected under 35 U^,C. §103(a) as being 
impatentable over U.S. Patent 6,812,125 to Bordk ct al in view of U.S. Patent Application No. 
2004/0153792 to Mrrrinm. 

Claims 10-11, 23-24, 36-37 and 38 have been tejected under 35 U.S.C. §103 (a) as being 
unpatentable over Borelk in view of Meoiara and further in view of U.S. Patent No. 6^12,564 to 
Hatter et al. 

Applicants request reconsideration of all of these rejections, 

V. STATUS OF AMENDMENTS 

Amendments to the claims have been made as indicated above. 
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VI. SUMMARY OF CJ.AIMKD SUBJECT MATTER 

Independent claims 1,14^ and 27 axe generally dixected to obtaining infoimation across a 
netwodc based on a speed of the network connecrion (wherein the size of the information decreases 
as the speed of the network decreases). To accommodate the different sisces of information to be 
obtained, the claims provide die ability to determine tlic speed of the netvrark connecrion in a 
specific manner. In this regard, a calibrated object library on a server i$ used- The client transmits a 
request, across the network connecrion, to the calibrated object library on the setvcr. for an object 
of a pte-known size and properties. Once requested, the requested object is obtained/ transmitted 
back to the client across the network connecrion. The speed of tlie network is then based on a 
measuremenc of the round- trip response time calculated fcom the transmitting of the request for the 
object (i.e., from the client) to completion of obtaining the object from across the network 
connecrion (from the server) . 

In addition to the above, the rlaimg have been amended to indicate that once the speed of 
the network connecrion has been determined, informarion is requested from a set of object libraries 
that maintain the informarion in Various sizes. In this regard, as the speed of the network 
connection decreases, the size of the informarion requested from the object libraries decteases, 

VI. GROUNDS OF RETECTIQN TO BE REVIEWED 

Claims 1-9, 12-21, 25-35, and 3S> stand rejected under 35 U.S.C- §l03(a) as being 
unpatentable over U,S. Patent 6,812^125 to Borellfl et al in view of U.S. Patent Application No, 
2004/0153792 to Merriam. 

Claims 10-11, 23-24, 36-*37 and 38 stand rejected under 35 U-S.C §103(a) as being 
tmpatcntablc over Borella in view of Mendam and further in view of U,S. Patent No- 6,212,564 to 
Hartet et aL 

Applicants request review of these rejections. 

VTL ARGUMENTS 

A. Independent Claims 1, 14, and 27 are Patentable Over th.e Cited Art 

In paragraphs (3)-(4) of die Office Action, claims 1^7, 9, 12-20, 25-33, 35, and 39 were 

rejected tinder 35 U.S.C. § 103(a) as being unpatentable over Borella et aL, U.S. Patent No. 6,182,125 
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(Borelk) in view of Memam, U.S. PubHcation No. 2004/0153792 (Merriam). In patagtaph (5) of 
the Office Action, claims 10-11, 23-24, 36-37, and 38 were rejected under 35 U.S.C- §l03(a) as being 
unpatentable over Borelk in view of Metiiam as applied to claims 1,14, and 27, and furdier in view 
of Harter et al., U.S. Patent No. 6,212,564 (Harter). 

Specifically, the independent ckinxs were rejected as follows: 

Ab per dmrnfi 1 and 27, Borelk er ol ceaches a computcr-implememed method for obtaining 
infoimadon acfoss a network compdsiug; determinmg a Bp<;ed of a neiwork connection to which a 
computer is attached by (See coL 5, lines B-18): 1) A client transmMng a request nctoss the nctworlc 
cnnnecrioti. TO % c^Uhr^red object library on a server for an object of prc-known alyt^ And properties 
(Sec CoL 4^ lines (i5-67 and col 5^ line: ^) and obtaining tnfonnatiou from across the network 
connecdon based on die speed of the network connection, wherein a size of the infoimation to bt 
obtained decreases as the speed of the network connection decreases (See col. 5, Hne^ 62-61 and coL 
6, lines 1-8). Furthermore, Borelk ct al fails to teach obtaining die object of the pre-lcnown a?.e and 
properries from ncross the network connpy--tion: ^ind mcnguring a muTid-rrip response dme calculated 
form die ttfltisiTfiittinf^ of the fequesf to completion of the obrainin^ of the nhiect form across .ihe 
net\vork connection (See COl- S^es 27-44, Network Latency is determined by sending a snuUl 
portion the requested onginal electronic content to the user computer and using the time transmission 
of die one complete electronic HTML page atid reception of the request can be used as a round-tdp 
network latency cstiniatc. However, BorcUa fails to teach calculating the round-ttip delay without 
client based ddays. 

Merriam teaches obraining the object of the pre-known si^e and prop erties irom flcross the 

ficTwprk (^nn^cT^on; nnti msaajcn&fl j'Qund.^trip Kgppngg time c^1wVt«?d form the txanfitnirting <pf 
thc fcqucgr to cot a pteiign pf ihg ffibin i n i ng of the ftbjgct forna actgaa the ngtw^rlc connection without 
ddays Iggfi paefi,4>.pai?ag^ph QQ4Q]). 

It would have been obvious to one with ordinary skill in the an at the time die invention was 
made to incorporate the teaching of Merriam in the datmed invention of Borella et al in order to 
allow a technidan to determine problems associated with the network (See page 4, paragraph [0040]). 

As per claim 14, Borella et al teaches a computer-implemented system for obtaining 
information across a computer network comprising: (a) a cGene (See coL 2^es (10-11); (b) an 
adaptive agent executing on the client, wherein the adaptive agent i£ configured co: g) determine a 
speed of a network connection to which a computer is attached; A-Client-tcinsmirtinp a request- across 
the network connecriofi to a cfllibMte dLobject library on a server, for an object of pr e-knQwn^size_Jind 
properties: 2) obrgining die object of die pre-known size and properties from across the network 
connection : nnd meflsnfinjr a round- trip response time catculated form the tranRmirting nf the request 
to completion of Ae obraining of the obiccr form acmss the network connection See coL 27- 
44, Network Latency is determined by sending a small portion the requested oiiginal electronic 
content to the user computer and using the time transmission of the one complete electronic HTNIL 
page and reception of the request can be used as a round-ttip netwodc latency estimate); and ^ 
obtain information from across tiie network connection based on the speed of die network 
connection^ wherein a size of die information to be obtained decreases a$ the upeed of the network 
connection decreases (See Col. B, lines 62-67 and coL 6» lines 1-S). However, BorcUa Ms to teach 
calcukdng the round-tdp delay without client based dehys. 

Merdan teaches obtaining the object of the pre-known sijie and pmperries from across the 
network connection; and cneasuring a round-tnp respnnsp. time pnlculared form the transmitting of 
the rcqiiesr m completion of the ob raining of the object form ncrosg rho ncTwor k connection without 
delays ^cc page 4 pamgraph 0040]^. 
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It would have bcw obvious to one with ordinary skill in tke art at the time the invention was 
made: to incorporate the teaching of Memam in the ckimed invcndon of Borclla et al in order to 
allow a technidan to determine problems associated wi± the network (See page 4, paragraph [0040]). 

Applicant traverses the above rejections for one or more of the following reasons: 

(1) None of the cited references teach, disclose, ox suggest a one or more object libmies 
that maintain information in varioiAS sizes; and 

(2) None of the dted references teach, disclose, or su^st, that informatioo is obtained 
from such object libraries based on a speed of a network connection; 

Independent claims 1,14, and 27 arc generally directed to obtaining information across a 
network based on a speed of the network connection (wherein the size of the infotmation decreases 
as the speed of the networlt decreases). To accommodate the different siaes of informatioa to be 
obtained, the claims provide the ability to determine the speed of the network connection in a 
specific manner. In this regard, a calibrated object library on a server is used. The client transmits a 
request, across the network connection, to the calibrated object library on the servea;, for an object 
of a pre-known size and properdes. Once requested, the requested object is obtained/ transmitted 
back to the client across the network connection. The speed of the network is then based on a 
measurement of the round-trip response time calculated frotn the transtsoitting of the request for the 
object ^C2., from the client) to completion of obtaining the object fi:om across the network 
connection (from the serverV 

In addition, the claims have been amended to indicate that once the speed of the network 
connection has been determined, information is requested from a set of object libraries that 
maintain the information in various sizes. In this regard, as the speed of the network connection 
decreases, the size of the information requested from the object library decreases- Such limitations 
were originally set forth in dependent '-l^trnft 8, 21, and 34 that have now been cancelled. 

An expliddy claimed element is tliat the dient transmits a request for an object of a pre- 
known size and properties to a calibrated object library that is located on a server. The Office 
Action alleges the Borella teaches such a daim limitation relying on coL 4, lines 65-67 and coL 5, line 
2, Borella col. 4, line 65-col. 5, line 7 provides: 

In one preferred embodimenr of the present invention^ the network Utcncy h detezmtoed by 
transmiidng a small number of Internet Control Message Protocol ("ICMP") "ping" packets to the 
user computer. As is known in the art, ICMP is used for network management. The main functions of 
ICMP include error reporting, reachability testing (eg., "pinging") conges don control, route-change 
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notification, pcifoimance, subnet addressing and other maxocenance. For more infonafiadon on ICMP 
5CC BPC-792, incorporated herein by reference. 

Applicants note that such a teaching is not even remotely similar to daat claimed As set 
forth in the prior response to the first Office Acdon, ICMP packets are internet control message 
protocol ping packets that are sent to a user's computer and are returned with a timescamp that can 
be used to determine tound-ttip latency (see col. 4, Hne 65-coL 5, line 18). Thus, unlike the present 
claims where a request for a pardcular object is senc and the object is received, Borella merely sends 
a packet to a computer and back and based on a times tamp determines the network latency. Such a 
teaching is not even remotely similar to the network speed dcterminadon set forth in the present 
claims. Accordingly, Borella fails to teach, disclose^ or su^st, itnplicitly or explicidy;, multiple 
aspects of the present invention. 

Thus, as known in the art, Borella provides for the use of a ping command wherein a packet 
is sent by the client to the servet and then merely returned with a timestamp. Such a ping command 
is not a request for an object of a pardcular size as explicidy and expressly claimed. . Accordingly, 
such a description in Borella does not and cannot teach the presendy claimed invention. 

In response to arguments similar to those set forth above, the pending Office Action 
provides that the Applicant's description defines a calibrated object library as an arbitrary name for a 
server that stores adaptable object/infoxmadon depending on the network latency. Applicants 
submit that such a definition is within the scope of the definition fully set forth in paragraph [0038] 
of the application. 

However, based on the above, the pending Office Action then a$$erts; 

Boiclla dearly teaches "after a network latency is dctcxmincd, the web $etver determines an 
amount of original message. Howeveri Borella teaches ^Veb server determines an aniouat of oxigmal 
electronic contenr id be send to the user computer using predetiermined cut-off latencies. The pre- 
determined cur-<»£f ktcndcs allow diffexcnt amounts (e,g., diffexenr version) of the origin fi l content to 
be sent to die user computer. (See col (J, lines 1-5). It i& inherent that If Borella teaches sending a 
differenr verfiion of onginal content based on die nctwoik latency, that Borella teaches a 
'"caUbrated object library on a server" that stores adaptable object/information. 

Applicants respectfully traverse the above assertions. Applicants submit that rather than 
attempting to read BoreUa's teaching onto die specification of the present invention, to establish a 
prima facie case of obviousness, the Patent 0£&ce must demonstrate where Borella teaches the 
elements set forth in die claims. In this regard, xhc daims fitst provide for a client requesting an 
object of a pre-known size and properties from a calibrated object Hbrary on a server. Rather than 
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teaching such an element, the Office Action asserts that Boxelk determines an amount of oiigiml 
contcint to send using pre-determiaed cut-off latencies. Again, die claims provide that doe particular 
object of a pre-known size and properties is specifically requested by die client Thus, radier than 
merely sending something other than the object diat is requested, die claims actually send the object 
that is requested by the client. BoreUa does not teach or describe such a claim limitation. As set 
forth m the Office Action itself, Borella sends a different version to the client. Such a different 
version is direcdy conttary to that set forth in the claims. Accordingly, rather than actually teach die 
present invention, the Office Action has admitted that Borella teaches the opposite of that claimed- 
Accordingly, Borella in fact teaches away fi:om die ptesendy claimed invention. 

To ftuther demonstrate die teaching away aspects of Borella, AppUcants direct the attention 
of the Examiner to col. 5, Hnes 27-44 of BoreUa that provides: 

In another preferred embodiment of the present invendon, nerororic laiency is determined at 
Step 24 by sending a small pordon of the zequesied original electronic content 14 ro the user 
computer. The web server records a time at which it sends a small portion of the lequested original 
electronic content 14 such as one complete HTML page. The nctwodt browser on the user computer 
requests other original electronic content such as graphical images after the network browser parses 
Uniform Resource Locators ("URLs'*) in the HTML page. The time between transmission of the one 
complete HTML page and reception of the request for the first original electronic content such as 
graphical images can be used a$ a round-txip network Utenc/ estimate. Using this method to 
detemune network latency at Step 24 docs not allow a network latency estimate to be determined for 
a first HTML page sent Instead dus method provides a netut^k latsency estimate that can be used to 
decermine an amount of original electronic content at Step 26 to send w> the user computer in die 
future. 

This text expressly differs from that recited in the daiins. As can be seen, the client requests 
a web page. In response, the web server does not send what the client requested. Instead, the web 
server sends "a small portion of the requested original electronic contend \ In other words, instead 
of the client requested an object of a pre-known sisse and properties, Borella's client requests content 
and the server elects to send something different. In this r^rd, Borella's server does not send an 
object of a pre-known size and properdes but merely sends a portion of requested original content 
The text provides that an example of such content is one complete HTML page. The client then 
processes/parses the HTML page for various UELs. The client then requests such URLs £com the 
acrvei. 

Based merely on the small porrion of content sent and the subsequent request for further 
content by the dient to the server, Borella's server calculates the network latency. In diis regard, 



-14- 

G&C 30695.21 -US-Ul 



PAGE17/22*RCVDAT1/4/20fl65:03:21PM [Eastern Standtf^ 



01-D4-2006 02:Z2PM FROM-Gatas & Cooper LLP 



+13106418798 



T-835 P. 018/022 F-079 



Borella provides that the network latency is measured on the server side and consists of die "dme 
between transmission of the one complete HTML page and reception of the request for the first 
original electronic content". 

As can be seen by die above cited text and summary, Borella does not even remotely 
describe the claimed process or elements. Specifically, instead of teaching the claimed client 
transmitting a request for an object of a pre-known size and properties firom a calibrated object 
library, Borella's client merely requests web concent Further, instead of teaching the client obtaining 
the object of the pre-known size and properties from across the nettvork connection, Borelk 
teaches the server merely sending a small portion of the web content acruaUy requested to die client. 
In other words, Borella does not send the web object requested but $cnds concent different from 
diat requested. 

In response to the above arguments, the Office Action asserts (on page 3 of the Office 
Action): 

However, it is well known in the M that when o. dient is tcansmittiQg a request, the conneciion is 
cstabUshed by xhc client by wmdiag ICMP packets in order to find and locate the server (wc. DNS). 
Furthennorc, Borella dcady teaches -whcicin the nctwOik latency is determined by transmitting a 
small number of ICMP packet ping packets to the user computer (Sec coL 4> lines 65-67 and col. 5, 
line 1). 

AppKcants respectfully traverse such an assertion. Again, as set forth in the claims, the 
speed that is measured is firom the transmission of a request (for a specific object of a ptc-known 
siae and propertie$) to completion of obtaining the specific object &om the server. The Office 
Action is asserting that svich a teaching is equivalent to using an ICMP packet Applicants 
respectfully disagree. Again, in ICMP, ^ ping packet is sent to the server and merely returned with a 
time stamp. Such a teaching is not equivalent to requesting an object of a certain si^e and properties 
and then receiving the requested object in return. There is not even a remote similarity between the 
two teachings. The Office Action is attempting to group all of the first steps into a "network latency 
determination" while ignoring the individual steps that are used in computing such a determination. 
Such an evaluation is whoUy without merit. The claims set forth a specific method for determining a 
network latency involving die requesting and return of a particular object. Transmitting ping 
packets axe not erven remotely similar to such a teaching. 
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In addition to the above. Applicants submit that instead of the dient calculating a round-trip 
response time horn the client request to the server and tlie tccdtpc of the object back at the client, 
Borella teaches a server based network latency as the time from when content (and not an object) is 
sent to ±e client followed by receipt of a subsequent request ftom the client (wherein the request is 
found by the client when the client parses the small porrion of content sent by the server). 

Applicant notes that as part of Borella's measuring of netw7ork latency on the server side, 
BoreHa's network latency contains timing for client based delays. In this regard, Borella's network 
latency includes the time it tal«s for the chent to process and parse die content (sent by the server) 
and to request subsequent content. Such timing cannot be compared to the lack of chent based 
delay as claimed that merely includes the request for a specific object (by the client to the server) and 
the return of the object (to the client from the server) without any client based processing of the 
object or parsing to determine which further content to request or send. 

The Office Action then asserts that the claims do not specify that chent based delays are not 
included in the calculation of the round-trip response time. Such an assertion is without merit. 
Firstly, the round trip response time is calculated "from the transmitting of the request to 
completion of the obtaining of the object from across the network co^meccion'^ The claims 
expressly set forth that the dient transmits the request to the server, Thxis, while the claims do not 
explicitly state "client based delays are not indaded", there is no place for such client based delays to 
be included within the HaiTn language. Instead the claims provide that the time begins from the 
transEDitting of a request for the specific object to the server and ends when the object is received by 
the client. 

The Action asserts :that Borella coL 5, lines 27-44 teaches that round-ttip response time 
measurement: 

. , .Network latency is dctennined by sending a sm^ill pordon tlie requested od^nal cleetroniC conttot 
to the user computet and using the dme transmission of the one complete electronic HTML psige and 
reception of die request can be used a$ a lOuiid-tDp network lateacy e$iiniaie. 

Again, as cited above, coL 5, lines 27-44 provide: 

In another prcfeticd embodiment of die present invention, network latency U determined at 
Step 24 by sending a small pordon of the requested onginnl electronic content 14 to the user 
computer. The web server records a dme at vdiich it sends a small pordon of the requested original 
electronic conteait 14 such as one complete HTML page. The network bxowwr on the user computer 
icqucsts odier original electronic content such as graphical images after die network browser parses 
Uidfotm Resource Locators ("URLs") in die HTML page. The time between rtonsmission of die one 
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complete HTML page and reception of the teqaesc for rhe first odguinl electioaic content Suda as 
graphical images can be used as a lOund-tiip nervcoik latency esmnate. Using this method to 
dctcnninc network latency at Step 24 docs not allow a nenwrk kiency estimate to be detemiincd for 
a first HTML page sent. Instead this method provides a nctworic latency escLmate ihar can be used to 
determine an amoimt of original electronic content at Step 26 to send to die user computer in the 
future. 

As described in Borelk, the time smcs when die SERVER sends the small portion to the 
CLIENT and stops when the SERVER receives a request for an image? identified in die HTML page 
from die CLIENT. Such a teaching is not even remotely similar to that set fordi in the claims. In 
this regard, die 0£Ece Action is misinterpreting Borella^s teaching. Rather than teaching the 
measurement of rime from a dient tequ(i$ting an object &om a server and the server sending the 
object back, BoreUa teaches a server sending a web page and the client requesting an image in the 
web page from the server. Thus, while the presently claimed invention teaches a time from a 
request from client-to server-to client, Botella teaches a time from setver-to client-to server. 

Thus, BoreUa expHcidy must include dient based dekys since the dient must process the 
server HTML page in order to send the request for the image. Such a delay does not exist in the 
present claims at all In this regard, the time begias when the request is transmitted to the server 
and ends when the object is received from the server. No client actions or performance are included 
in such a calculation. Further, such a lack of cUent actions are expliddy sec forth in the definition of 
the round-top measurement set forth in the claims. 

In addition to the above, the Office Action admits diat Borella fails to teach the round-trip 
delay without dient based dekys. Instead, the Office Action relies on Merriam to teach this 
element. Applicants submit that Merriam fails to cure the defidendes of Borelk. 

As indicated above, Apphcanrs further note that the dfliins provide that based on die speed 
of the network connection, as determined above, the size of information to be obtained across the 
network decreases. Further, the daims have been amended to indicate that the information is 
obtained fix^m one or more object libraries that maintain the information in various sizes. The dted 
references fail to teach these aspects of the cktms. 

In rejecting original claims 8, 21, and 34, the Office Action admits that BoreUa fails to teach 
the claimed limitations and instead relies on Merriam paragraph [0038]. Applicants note that 
paragraph [0038] provides for various objects scored on a server that are used to determine network 
dday rimes. Such a collection of objects used expliddy for a specific purpose are significanriy 
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different &om that of the present invention wherein the objects in the libraries aie meidy requested 
based on a network connection speed that has aheady been determined as described above. In other 
words, the infortmLtion requested from the object libraries as claimed is based on the speed of the 
network connection and the size of such information that is obtained decreases as the speed of the 
network connection decreases. Such a use of object libraries is not even remotely similar to stotixig 
3 objects 20a, b, and c in Mgrriam that are merely used to determine a network delay time and are 
not used, transmitted, or obtained based on a network delay time. In this regard, the object 20a, b, 
or c obtained by the client in Merriam does nor change depending on the network 
ixansmission/delay time. Instead, the objects 20a^ b, and c are used to determine the network delay 
time (see paragraph [0038]). Again, using objects to determine a network delay time (as in Merriam) 
is not equivalenr to nor does it teach using/transmitting objects from a library based on a network 
delay time (as claimed). 

In view of the above. Applicants submit daat neither Borella nor Merriam even remotely 
describe the maintenance of object libraries on a server- Further, nddier BoreUa nor Mixriam even 
remotely allude to the ttansmission of any object in such a library depending on the speed of a 
network connection. 

In addition, die otiier dted references also £ail to cure Borella's and Merriam *s deficiencies. 

Moreover, the various elements of Applicant's claimed invention together provide 
operational advantages over Borella, Merriam, and Harter. In addition. Applicant's invention solves 
problems not recognized by Borella, Merriam, and Harter. 

Thus, Applicant submits that independent daims 1,14, and 27 are allowable over Borella, 
Merriam, and Harter. Furdier, dependent claims 3-7, 9-13, 16-20, 22-26, 29-33, and 35-39 are 
submitted to be allowable over Borella, Merriam, and Harcer in the same manner, because they are 
dependent on independent claims 1, 14, and 27 respectively, and thus contain aU the limitations of 
the independent claims. In addition, dependent dairas 3-7, 9-13, 16-20, 22-26, 29-33, and 35-39 
recite additional novel elements not shown by Borella, Merriam, and Harter, 
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Vni. CONCLUSION 

In view of the above, it is submitted that this application is now in good order for allowance 
and such allowance is respectfully solicited Should the Examiner believe minor matters still remain that 
can be resolved in a telephone interview, the Examiner is mged to call Applicant's undersigned 
attorney. 

Respectfully submitted, 

GATES & COOPER LLP 
Attorneys for Apphcant(s) 

Howard Hughes Center 
6701 Center Drive West, Suite 1050 
Los Angeles, California 90045 
(310) 641-8797 



Date; January 4, 2006 
JSF/ 

G&C yQC^5.2\'U'^Vl 



By:. 




Name: T^sml S. Feldmar 
>^eg.No.: 39,187 



-19- 



G&C 30695.21-US-Ul 



PAGE 22/22 * RCVD AT 1/412006 5:03:21 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6i27 ' DNIS:273830fl * CSID:+13106418798 * DURATION (mm-ss):05-U 



